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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection
of clainms 11-18, all the clains currently pending in the

application. Two anendnents have been filed subsequent to the

! Application for patent filed April 7, 1995.
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final rejection. The first anmendnent after final rejection
(Paper No. 7, submtted Novenber 20, 1996) has been refused
entry (see the advisory letters mail ed Novenber 29, 1996 and
January 13, 1997). The second anendnent after final rejection
(Paper No. 13, submitted February 24, 1997) has been entered
(see the advisory letter mailed March 28, 1997).

Appel l ants’ invention pertains to a nmethod of formng a
shoe cover. |ndependent claim1l, a copy of which is found in
t he appendi x to appellants’ brief, is illustrative of the
appeal ed subject matter.

The references of record relied upon by the exam ner in

support of a rejection under 35 U S.C. § 103 are:

Bodl e 2,037,113 Apr. 14, 1936
Marx et al. (Marx) 2,617,208 Nov. 11, 1952
St ockum 4,047, 251 Sept. 13, 1977

Clainms 11-18 stand rejected under 35 U.S.C. § 103 as

bei ng unpatentabl e over Marx in view of Stockum and Bodl e. 2

2In the final rejection, claim18 was al so rejected under
35 U S.C 8§ 112, second paragraph. Since (1) the advisory
letter mailed March 28, 1997 indicated that the anendnent
after final submtted February 24, 1997 would be entered and
that said anendnent overcane the 8 112, second paragraph,
rejection, and since (2) no nention of this rejection has been
made by the examiner in the answer, we presune that the
exam ner has withdrawn the final rejection of claim18 on this
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The

exam ner has made the follow ng finding:

Mar x teaches a nethod of forming a shoe cover
(overshoe) substantially as cl ai med except for the
form (1) having first and second parallel latera
sides and recesses covering substantially all of the
foot formng portion of the first and second si des.
St ockum teaches a nethod of formng a gl ove
conprising first and second parallel |ateral sides
and recesses covering substantially all of the hand
form ng portion of the first and second sides to
facilitate dipping of a |larger nunber of forns
(colum 2, lines 40-42) and to provide additiona
surface area (colum 5, lines 6-15). Bodle teaches
a method of form ng a shoe cover conprising first
and second parallel lateral sides, a generally flat
form to facilitate dipping of a |arger nunber of
forms (page 1, columm 1, lines 28-34) and to provide
a m ni mum of objectionable stretching to effect
shaping (page 1, columm 2, lines 10-14). [Answer,
page 4.]

Based on the above, the exam ner has nade the follow ng
concl usi ons of obvi ousness:

It woul d have been obvious to provide the [ Marx]

nmet hod of form ng a shoe cover as taught above with
the form (1) having first and second paralle

| ateral sides and recesses covering substantially
all of the foot form ng portion of the first and
second sides, in view of the teachings of Stockum

ground. Ex parte Emm 118 USPQ 180, 181 (Bd. App. 1957).

-3



Appeal No. 97-3708
Application 08/418, 321

and Bodle, to facilitate di pping a | arge nunber of
forms and to provide additional surface area on the
forms. [Answer, page 4.]

In responding to appellants’ argunents, the exam ner has
made the foll ow ng additional comments:

In this case, the nmethod of Marx and Stockum are
very simlar. The primary difference is that Marx
is formng a [sic, an] overshoe and Stockumis
formng a glove. Stockumteaches the advantage of
using a relative[ly] flat formconprising first and
second parallel lateral sides and recesses covering
substantially all of the hand form ng portion of the
first and second sides to facilitate di pping of a

| ar ge nunmber of forms (colum 2, lines 40-42) and to
provi de additional surface area (colum 5, lines 6-
15). The Bodl e patent was applied above to further
reinforce the idea that using a relatively flat form
is an old and conventional step to facilitates [sic,
facilitate] dipping of a |large nunber of forns (page
1, colum 1, lines 28-34). The Bodle reference is
with regard to footwear, |like Marx. The notivation
to conbine is to facilitate di pping of a |arge
nunber of fornms. [Answer, pages 6-7.]

At the outset, unlike the exam ner, we do not see Marx as
di scl osing a nmethod “substantially as clainmed.” The
utilization of a formhaving first and second parallel |atera
sides and recesses covering substantially all of the foot
formng portion of the first and second sides, conceded by the
exam ner to be absent in Marx, is at the very heart of

appel l ants’ invention. |In contrast to appellants, Marx
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utilizes a “three-dinensional” form i.e., a formthat closely
resenbl es the final shape of the overshoe.

Second, although Marx descri bes the overshoe thereof as
being “lightweight” (colum 7, line 57), it is clear froma
consi deration of the disclosure as a whole that the Marx
overshoe is intended for extended wear in an outdoor
environnent. In this regard, note that Marx utilizes a nulti-

| ayer construction to

obtain a relatively thick reinforced sole portion, with the
overshoe having a |l arge groove and ridge corrugations on the
sole for inproved traction, and an overall sturdy construction
to accommodate wearing “for a long tine wthout the child s
outgrowing it” (colum 1, lines 41-42).% Wile we appreciate
that the appealed clains do not go into the particulars of the
shoe cover produced by the clainmed nethod, it is not at al

clear to us that one of ordinary skill in the art would

®In contrast, the shoe cover produced by appellants’
nmet hod i s described as being i nexpensive, thin, |ightweight,
singl e use, and di sposabl e (specification, pages 3-4).
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consider the flat formof Stockum which is used to produce
thin and extrenely pliable surgical or household gl oves
(colum 1, lines 9-10 and line 40), to be a feasible way to
make a reinforced overshoe |ike that of Marx.

Furthernore, one of ordinary skill in the art would
regard the Bodle reference additionally relied upon by the
exam ner as adding little if anything to the proposed
conbi nation of Marx and Stockum In Bodle the |ayer forned on

the flat form 22, 23, upon

being stripped fromthe formand turned inside out,

is suitably trinmmed at its ends, slit at the front,
and i s shaped upon a foot-shaped | ast 28 to provide
a shoe upper. The various other shoe conponents,
such as the insole and outsole and lining are
assenbled with it upon the last in any desired
manner and the whol e then vul cani zed upon the | ast
wher eupon all parts will have the desired fina
shape. [Page 2, left colum, l|ines 8-16.]

Thus, in Bodle the |layer fornmed on the flat form 22, 23 is but
one conponent of the finished vul cani zed shoe. For this

reason, Bodle is sinply inapposite the teachings of Marx and
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St ockum where di pping al one produces the finished product.

It is error to consider the references in less than their
entireties, i.e., to disregard disclosures in the references
that diverge fromand teach away fromthe invention at hand.
W L. CGore and Associates, Inc. v. Garlock, Inc., 721 F.2d
1540, 1550, 220 USPQ 303, 311 (Fed. Cir. 1983). Here, we do
not believe the perceived production advantage (e.g., to
facilitate dipping a | arger nunber of forns) proposed by the
exam ner as the notivation for using Stockumis flat fornms in
Marx woul d have led the ordinarily skilled artisan to
di sregard the differences in finished products of Stockum and

Mar x and assune that Stockunis

flat forns for producing thin and extrenely pliable gloves
woul d be applicable to the method of Marx, where the finished
product is a nulti-layer, reinforced overshoe.

In light of the above, we find ourselves in agreenent
wi th appellants’ position as set forth on pages 5-6 of the

brief that one of ordinary skill in the art would not have
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found it obvious to use a flat formof the type disclosed by
Stockumin the method for formng the sturdy three di nensiona
boot of Marx, absent the hindsight accorded one who first
vi ewed appell ants’ disclosure. Such hindsight reconstruction,
of course, is not a proper basis for establishing the
obvi ousness of the subject matter of clains. See In re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. Cr
1992). We therefore will not sustain the standing 8§ 103
rejection of the appeal ed clains as bei ng unpat ent abl e over
Mar x, Stockum and Bodl e.

Under the provisions of 37 CFR 8§ 1.196(b), we enter the
foll om ng new rejection.

Claim18 is rejected under 35 U.S.C. 8§ 112, second
paragraph, for failing to particularly point out and
distinctly claimthe subject nmatter sought to be patented.

This claimis

directed to a nethod of formng a shoe cover, and recites a

nunber of steps (providing a form dipping the forminto
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various solutions, drying the |ayers deposited on the form
etc.) consistent with that nmethod. In addition, claim18 sets
forth in the | ast paragraph thereof the step of “donning said
shoe cover over a foot during a nedical procedure.” Cdearly,
this step is not consistent with a nethod of form ng a shoe
cover, but rather relates to a nethod of using a shoe cover.
It is not clear whether claim18 is directed to a nethod of
formng a shoe cover (as called for in the preanble of the
claimand as consistent with the majority of the steps
appearing in the body of the claim, a nmethod of using a shoe
cover (as the “donning” step would appear to indicate), or a
m xed nethod of both form ng and using a shoe cover (as one
m ght presune fromreading the nethod steps appearing in the
body of the claimw thout regard for the preanble).

Further, even if we were to consider claim18 to be drawn
to a m xed nethod of form ng and using a shoe cover, as
appel | ants woul d apparently have us do, we woul d have seri ous
reservations about the claim The purpose of the requirenent
stated in the second paragraph of 35 U S.C. § 112 is to

provi de those who woul d
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endeavor, in future enterprise, to approach the area
circunscribed by the clains of a patent, with the adequate
noti ce denanded by due process of law, so that they may nore
readily and accurately determ ne the boundaries of protection
i nvol ved and eval uate the possibility of infringenent and
dom nance. In re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,
208 (CCPA 1970). If claim18 is considered to be drawn to a
m xed method of formng and using, it is unclear whether the
potential infringer would be the nmaker of the shoe cover, the
user of the shoe cover, both the naker and the user, or only
one who nmakes and then uses the shoe cover.

For these reasons, it is our view that claim 18 does not
pass nuster under the second paragraph of 35 U S.C. § 112.4
Appel I ants’ argument on page 8 of the brief in response to the
exam ner’s withdrawn 8§ 112, second paragraph, rejection has
been considered. For the reasons discussed above, we sinply
do not agree with appellants that the claim®“clearly shows

that [it] is a nethod of form ng and protecting.” Further, we

“\We appreciate that this rejection is essentially the
sane rejection that was apparently w thdrawn by the exam ner
in light of appellants’ second anendnent after fina
rejection, submtted February 24, 1997.
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do not agree with appellants that “[o]ne reading the claim
woul d not be confused as to its scope nerely by the inclusion
of the donning step.” Rather, the inconsistency between the
preanbl e of the claimand the body of the claimleads to
uncertainty as to the scope of the claim

In summary, the standing 35 U . S.C. 8 103 rejection of the
appeal ed clains is reversed, and a new rejection pursuant to
37 CFR 8 1.196(b) has been entered.

The decision of the exam ner is reversed.

Thi s deci sion contains a new ground of rejection pursuant

to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR § 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial
review.’

37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the following two options with respect to the new

ground of rejection to avoid term nation of proceedi ngs
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(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

NEAL E. ABRANMS )
Adm ni strative Patent Judge

LAWRENCE J. STAAB BOARD OF PATENT

N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
MURRI EL E. CRAWFORD )

Adm ni strative Patent Judge

p—
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Audl ey A. Ci anporcero Jr.
One Johnston & Johnson Pl aza
New Brunswi ck, NJ 08933-7003
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